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REMARKS/ARGUMENTS 

Claims 1, 3, 5-37, 39-41, 43-52, 54-56, 58-63, 65 and 67-92 are currently pending 
in the application. 

Applicants respectfully request a three-month extension of time to extend the due 
date from February 9, 2010 to May 9, 2010. Applicant respectfully submits that this 
response is timely filed on Monday, May 10, 2010 since the extended due date fell on 
Sunday, May 9, 2010. A credit card authorization for the required fees is being submitted 
herewith. The Commissioner is hereby authorized to charge any additional fees, or credit 
any refunds, to Chalker Flores, LLP's Deposit Account No. 50-4863. 

Claims 1, 3, 5-37, 39-41, 43-52, 54-56, 58-63, 65 and 67-92 were rejected in the 
Office Action mailed November 9, 2010 (hereinafter referred to as "Office Action"). In 
view of the following remarks and amendments, applicants respectfully request a timely 
Notice of Allowance be issued in this case. 

Claim Objections 

The Office Action objected to 1, 3, 5-37, 39-41, 43-52, 54-56, 58-63, 65 and 67- 
92 because "[t]he newly introduced limitations the magnetic field generator ... 
generates a time-varying magnetic signal via the one or more induction coils and the 
magnetic stripe when activated by a processor that is received by a magnetic stripe reader 
in close proximity to the magnetic field generator in claims 1, 31, 46 and 60, suggest 
that it is the processor and not time-varying magnetic signal, that is received by a 
magnetic stripe reader." (page 4, section 8). Applicants respectfully submit that the 
foregoing amendments to claims 1 and 60 overcome this objection. Accordingly, 
applicants respectfully request that the objection to claims and 60 be withdrawn. 

With respect to claims 3 1 and 46, applicants respectfully submit that these claims 
do not recite the processor together with the magnetic field generator and the newly 
introduced limitations: 

"activating the magnetic field generator and generating a magnetic 
field comprising a time-varying magnetic signal via the one or more 
induction coils and the magnetic stripe that is received by a magnetic 
stripe reader in close proximity to the magnetic field generator without 
swiping the magnetic stripe through the magnetic stripe reader or inserting 
the magnetic stripe into the magnetic stripe reader or using an adapter to 
interface with the magnetic stripe reader, and that corresponds to the 
information associated with the authenticated user whenever the 
authentication data is valid" (Claim 31; and 
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"a magnetic field generator disposed within the substrate, wherein 
the magnetic field generator is normally inactive and comprises a 
magnetic stripe either mounted on the substrate or disposed within the 
substrate, one or more induction coils disposed within the substrate 
underneath a length of the magnetic stripe and a control circuit disposed 
within the substrate that is connected to the one or more induction coils 
and generates a magnetic field comprising a time -varying magnetic signal 
via the one or more induction coils and the magnetic stripe when activated 
by a device processor , wherein the time -varying magnetic signal that is 
received by a magnetic stripe reader in close proximity to the magnetic 
field generator without swiping the magnetic stripe through the magnetic 
stripe reader or inserting the magnetic stripe into the magnetic stripe 
reader or using an adapter to interface with the magnetic stripe reader ' ' 
(Claim 46). 

As a result, applicants respectfully submit that claims 31 and 46 are not objectionable 
based on the reasons cited in the Office Action. Accordingly, applicants respectfully 
request that the objection to claims 3 1 and 46 be withdrawn. 

Claim Rejections under 35 U.S.C. § 112 

Claims 1, 3, 5, 9, 11, 14-37, 39-41, 43-52, 54-55, 58-63, 65, 67, 71, 73, 76-83 and 
84-92 were rejected under 35 U.S.C. § 1 12, first paragraph, as failing to comply with the 
written description requirement. More specifically, the Office Action indicated that the 
newly introduced limitations "without swiping the magnetic stripe through the magnetic 
stripe reader or inserting the magnetic stripe into the magnetic stripe reader" is not found 
the in the originally filed specification. Applicants respectfully disagree for at least the 
following reasons. 

First, the specification repeatedly discusses creating a time-varying magnetic 
signal for emulating data obtained from swiping a magnetic stripe card through a 
magnetic card reader using various embodiments: 

create a time-varying magnetic signal for emulating data obtained 
from swiping a magnetic stripe card through a magnetic card reader 
(Abstract); 

Alternatively, the data can be stored in the on-card 
processor/controller and then transmitted via time-varying signal to the 
card reader thereby emulating the swipe of a magnetic stripe through the 
magnetic card reader ([0009], lines 10-14; [0039], lines 10-14); 

The magnetic field generator can create a spatial magnetic signal 
using a magnetic stripe and one or more induction coils, or create a time- 
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varying magnetic signal for emulating data obtained from swiping a 
magnetic stripe card through a magnetic card reader ([0010], lines 14-19); 

The magnetic field generator 308 emulates a programmable 
magnetic stripe by either creating a spatial magnetic signal or a time- 
varying magnetic signal for emulating data obtained from swiping a 
magnetic stripe card through a magnetic card reader ([0041], lines 1-5); 

Applicants respectfully submit that if the magnetic stripe was always swiped through the 
reader, there would be little need to emulate that effect. Moreover, applicants 
respectfully submit that some of the embodiments are described as being placed in 
physical proximity of the card reader heads (e.g., [0051]), while others do not as would 
be appreciated by those skilled in the art in light of the specification. 

Second, the specification states that the present invention "has the advantages of a 
smart card and will interface with existing world-wide magnetic stripe readers without 
the use of adapters or bridges." ([0008], lines 3-5). Applicant respectfully submits that 
limiting the invention described in the specification to only swiping the card through the 
reader would not provide the benefits described in the specification. 

As a result, applicants respectfully submit that the specification supports the 
amendments and claims 1, 3, 5-37, 39-41, 43-52, 54-56, 58-63, 65 and 67-92 are 
allowable under 35 U.S.C. § 112, first paragraph. Accordingly, applicants respectfully 
request that the rejection of claims 1, 3, 5-37, 39-41, 43-52, 54-56, 58-63, 65 and 67-92 
be withdrawn. 

Claim Rejections under 35 U.S.C. § 103(a) 

Claims 1, 3, 5, 9, 11, 14-37, 39-41, 43-52, 54-55, 58-63, 65, 67, 71, 73, 76-83 and 
84-92 were rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 
5,907,142 to Kelsey in view of U.S. Patent No. 6,547,130 to Shen and further in view of 
the "Smart Cards" article by Kisner or, in alternative, in view of U.S. Patent No. 
6,705,540 to Pitroda. Applicant respectfully submits that claims 1, 3, 5-37, 39-41, 43-52, 
54-56, 58-63, 65 and 67-92, as amended, are patentable over the cited references for at 
least the reasons described below. 

Claims 1, 31, 46 and 60 

In order to establish a prima facie case of obviousness, the prior art or combined 
references must teach or suggest all the claim limitations. MPEP § 2143; In re Vacek, 
947 F.2d 488 (Fed. Cir. 1991). With respect to claims 1, 31, 46 and 60, as amended, 
applicant respectfully submits that Kelsey, Shen, Wong and Kisner, either alone or in 
combination, do not disclose, teach or suggest "a control circuit disposed within the 
substrate that is connected to the one or more induction coils and generates a magnetic 
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field comprising a t ime-varying magnetic signal via the one or more induction coils and 
the magnetic stripe when activated by a device processo r, wherein the time-varying 
magnetic signal that is received by a magnetic stripe reader in close proximity to the 
magnetic field generator without swiping the magnetic stripe through the magnetic stripe 
reader or inserting the magnetic stripe into the magnetic stripe reade r or using an adapter 
to interface with the magnetic stripe reader " as recited in claims I, 31, 46 and 60, as 
amended. 

First, applicants respectfully submit that Kelsey and Shen do not generate a time- 
varying magnetic signal because before the Kelsey's card is swiped through the magnetic 
reader heads, the information stored on the magnetic stripe is fixed or static such that the 
magnetic signal for each track varies along the length of the magnetic stripe. As a result, 
the magnetic signal generated by the card is spatially varying. When the magnetic stripe 
is swiped through the magnetic reader heads, the signal generated by the card does not 
change. The magnetic reader heads read the static signal from the magnetic stripe one 
"bit" at a time as the magnetic stripe is swiped through the magnetic reader heads, but 
that does not change the signal generated by the card to a time-varying signal. The signal 
generated by the card is fixed. The transducer of Kelsey merely activates the card (col. 6, 
lines 44-47). 

Instead, the spatially-varying magnetic signal on the card induces a time-varying 
magnetic signal in the magnetic reader heads during the swiping process. As a result, it is 
the magnetic reader heads that generate a time-varying magnetic signal during the 
swiping process, not the magnetic stripe of on the card. Accordingly, applicant 
respectfully submits that Kelsey's magnetic stripe does not "generate a time-varying 
magnetic signal when the one or more induction coils and the magnetic stripe are 
activated by the processor as recited in claims 1 , 3 1 , 46 and 60. 

Second, applicants respectfully submit that Kinser does not cure this deficiency 
because using an electromagnetic signal and an antenna to generating radio frequencies is 
not disclose, teach or suggest generating a magnetic field comprising a time-varying 
magnetic signal as recite in claims 1, 31, 46 and 60.. 

Third, applicants respectfully submit that Piroda discloses an adapter to interface 
between a smart card and a magnetic card reader. As a result, Piroda does not disclose, 
teach or suggest wherein the time-varying magnetic signal is received by a magnetic 
stripe reader in close proximity to the magnetic field generator without swiping the 
magnetic stripe through the magnetic stripe reader or inserting the magnetic stripe into 
the magnetic stripe reader or using an adapter to interface with the magnetic stripe reader 
as recited in claims 1, 31, 46 and 60. 

Applicants respectfully submit that Ksner, Pitroda and the other references, either 
alone or in combination, do not cure the deficiencies of Kelsey and Shen. 
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Moreover, applicant respectfully submits that it would not be obvious to modify 
the cited references to generates a magnetic field comprising a time-varying magnetic 
signal via the one or more induction coils and the magnetic stripe when activated by a 
device processor, wherein the time-varying magnetic signal is received by a magnetic 
stripe reader in close proximity to the magnetic field generator without swiping the 
magnetic stripe through the magnetic stripe reader or inserting the magnetic stripe into 
the magnetic stripe reader or using an adapter to interface with the magnetic stripe reader 
because such a modification "would change the principle of operation of the prior art 
invention being modified" (MPEP § 2143.01 (VI)). As a result, "the teachings of the 
references are not sufficient to render the claims prima facie obvious" (MPEP § 2143.01 
(VI)). 

For all the foregoing reasons, applicant respectfully submits that claims 1, 31, 46 
and 60 are, therefore, allowable under 35 U.S.C. § 103(a). Accordingly, applicant 
respectfully requests that the rejection of claims 1, 31, 46 and 60 be withdrawn. 

Claims 3, 5-30, 32-37, 39-41, 43-45, 47-52, 54-56, 58-59, 61-63 and 65-92 

Once an independent claim is found to be non-obvious under 35 U.S.C. § 103, 
then any claim which depends from that independent claim is also non-obvious. MPEP § 
2143.03; In re Fine, 837 F.2d 1071 (Fed. Cir. 1988). Applicant respectfully submits that 
claims 3, 5-30, 32-37, 39-41, 43-45, 47-52, 54-56, 58-59, 61-63, 65 and 67-92 depend 
from claims 1, 31, 46 and 60, as amended, which are allowable for the reasons stated 
above, and further distinguish over the cited references. Claims 3, 5-30, 32-37, 39-41, 
43-45, 47-52, 54-56, 58-59, 61-63, 65 and 67-92 are, therefore, allowable under 35 
U.S.C. § 103(a). Accordingly, applicant respectfully requests that the rejection of claims 
3, 5-30, 32-37, 39-41, 43-45, 47-52, 54-56, 58-59, 61-63, 65 and 67-92 be withdrawn. 

Conclusion 

For the reasons set forth above, applicants respectfully request reconsideration by 
the examiner and withdrawal of the rejections. Applicants submit that claims 1,3, 5-37, 
39-41, 43-52, 54-56, 58-63, 65 and 67-92, as amended, are fully patentable. Applicants 
respectfully request that a timely Notice of Allowance be issued in this case. 
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If the examiner has any questions or comments, or if further clarification is 
required, it is requested that the examiner contact the undersigned at the telephone 
number listed below. 

Date: May 10, 2010 

Respectfully submitted, 
CHALKER FLORES, LLP 



tfUjtLJL — 



By 

Daniel J. Chalkef 
Reg. No. 40,552 
Tel.: (214) 866-0001 
Fax: (2 14) 866-0010 

2711 LBJFrwy, Suite 1036 
Dallas, Texas 75234 
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